
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



I ATTORNEY DOCKET NO. I CONFIRMATION NO. ] 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



10/680,162 



10/08/2003 



Yuji Yamada 



243346US-2S DIV 



5783 



22850 7590 12/27/2005 

OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



EXAMINER 



GREENE, DANIEL LAWSON 



ART UNIT 



PAPER NUMBER 



3663 

DATE MAILED: 12/27/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



f}ffim Ac firm Q# tmmarif 


Application No. 

10/680,162 


Applicant(s) 

YAMADA ET AL 


Examiner 

Daniel L Greene Jr. 


Art Unit 

3663 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 11 October 2005 . 
2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 11 and 15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 11 and 15 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) KI The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) El Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) Q Information Disclosure State ment(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20051221 



Application/Control Number: 1 0/680, 1 62 Page 2 
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DETAILED ACTION 

1 . The cancellation of claims 1 2-1 4 in the response received 1 0/1 1 /2005 is 
acknowledged. 

Drawings 

2. The objections to the drawings in section 4 a-c of the 6/1 3/2005 Office action are 
hereby withdrawn as applicant has cancelled the claims containing the originally 
objectionable material. 

3. The text of those sections of Title 35. U.S. Code not included in this action 
can be found in a prior Office action. 

Claim Rejections - 35 USC §112 

4. Claims 1 1 and 15 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

a. Claim 1 1 , line 9 of the claims received 1 0/1 1 /2005 contains the limitation 
"a predesigned groove". Similar to the argument in section 6a of the 6/13/2005 
Office Action, there is no adequate description or enabling disclosure in what all 
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is meant and encompassed by the limitation "a predesigned groove" since the 
specification fails to disclose what the design is, how the predesigned groove is 
designed or determined, or how the predesigned groove is known or inputted 
unto the welding apparatus, etc. 

b. Claim 1 1 , of the claims received 10/1 1/2005 contains the limitation "an 
offset between the first work head and the image pickup apparatus". 
(Underlining added) Similar to the argument in section 6a of the 6/1 3/2005 Office 
Action, there is no adequate description or enabling disclosure in what all is 
meant and encompassed by the limitation "an offset" since the specification page 
8, lines 6-9, discloses THE offset is between the work head and the CCD 
camera. Since the claim language does not mirror the specification it does not 
appear applicant is referring to the same offset. Applicants arguments have 
been considered, however they are NOT persuasive because although the 
claims are interpreted in light of the specification, limitations from the 
specification are not imported into the claims. The limitation " an offset between 
the first work head and the image pickup apparatus" is not considered as having 
the same meaning as " the offset between the first work head and the image 
pickup apparatus". 

c. Claim 1 1 was amended on 10/1 1/2005 and claim 15 added to include the 
limitation "configured to" to several of the original limitations within the claim. 
However the limitation "configured to" is considered new matter in that it is not 
seen wherein the specification sets forth exactly how and in what manner the 
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devices are "configured to" perform the various acts. It is not seen wherein the 
specification sets forth the manner or steps required to configure each and every 
module, nor how such is accomplished, hence the metes and bounds of the 
claim is undefined. 

d. Claim 1 1 was amended on 10/11/2005 to include the limitation "configured to 
detect a position of the predesigned groove". However the limitation "configured 
to detect a position of the predesigned groove" (underlining added) is considered 
new matter in that it is not seen wherein the specification sets forth exactly how 
and in what manner "the position" is determined or "pre" determined or how and 
in what manner detection of such is possible. 

5. Claims 11 and 15 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

a. Claim 1 1 recites the limitation "a predesigned groove". The claim is 
vague, indefinite and incomplete as to what all is meant and encompassed by the 
phrase "as designed". See the discussion of this term in section 4 above. 

b. Claim 1 1 recites the limitation "an offset". The claim is vague, indefinite 
and incomplete as to what all is meant and encompassed by the term "an offset". 
See the discussion of this term in section 4 above. 
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c. There is no proper antecedent basis for all terms present. See for 
example "a predesigned groove", "objects", "at least one image", "an offset", "a 
deviation", "the nominal position", "a position" in claim 11, "image information", 
"shape information" in claim 15, etc. 

d. Applicant amended claim 1 1 and added claim 15 to include the limitation 
"configured to". The claim is vague, indefinite and incomplete as to what all is 
meant and encompassed by the term "configured to". See the discussion of this 
limitation in section 4 above. 

e. Applicant amended claim 1 1 to include the limitation "configured to detect 
a position of the predesigned groove". The claim is vague, indefinite and 
incomplete as to what all is meant and encompassed by the term "configured to 
detect a position of the predesigned groove". See the discussion of this limitation 
in section 4 above. 

Claim Rejections - 35 USC § 102 

6. Claims 11 and 15 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by U.S. Patent 4,380,696 to Masaki. 

Masaki discloses a manufacturing apparatus for inherently capable of 
manufacturing a control rod of a nuclear reactor, the control rod comprising a 
blade including neutron absorbers inserted in a recess portion of a sheath formed 
by bending, a tie rod for fixing the blade, a handle fixed to the tie rod and an 
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upper end of the blade, and a lower-blade fixed to the tie rod and a lower end of 
the blade, said manufacturing apparatus comprising a welding apparatus 
configured to weld ' the blade to the tie rod, the blade to the handle and the blade 
to the lower-blade, said welding apparatus comprising; 

an image pickup apparatus (28) configured to pick up images of a 
predesigned groove of objects (16 and 18) to be welded wherein said image pick 
up is performed before welding; 

a first work head (24) on which the an image pickup apparatus is 
mounted; 

a moving apparatus (10) configured to move the first work head to a 
predesigned groove; 

a first image processing apparatus (36/40) configured to process at least 
one image picked up by the image pickup apparatus; 

a detecting apparatus (44) configured to detect a position of the 
predesigned groove based on the at least one image processed by the first 
image processing apparatus; 

a first arithmetic processing (44) apparatus configured to compare a 
position detected by the detecting apparatus with a nominal position of the 
predesigned groove, and configured to calculate a deviation of the first work 
head from the nominal position of the groove (see, for example column 3 lines 1- 
5); and 
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a first control apparatus configured to provide the moving apparatus with a 
control command to move the first work head by a distance corresponding to an 
amount of the deviation of the first work head calculated by the first arithmetic 
processing apparatus plus an amount of an offset between the first work head 
and the image pickup apparatus, so as to move the first work head in a position 
to perform welding (see, for example column 3 lines 30-35), 

wherein the first image processing apparatus is configured to process the 
image to convert image information to shape information (see, for example 
column 3 lines 1-5) in, for example, the abstract, figures 1, 2, 6, the summary of 
the invention as well as column 3 lines 1-5, 10-15, and 30-55 and column 4 lines 
27+. 

It is noted that Masaki clearly sets forth the specific apparatus elements 
disclosed in the claim. It is further noted that applicant's claim language includes 
methods of intended uses that Masaki is inherently capable of performing, i.e. 
manufacturing a control rod, picking up images before welding, etc. 
As to limitations which are considered to be inherent in a reference, note 
the case law In re Ludtke. 169 USPQ 563, In re Swinehart. 169 USPQ 226, In re 
Fitzgerald. 205 USPQ 594, In re Best et al. 195 USPQ 430, and In re Brown. 173 
USPQ 685,688. 

It is noted that the claim contains statements of intended or desired use . 
However, there is well settled case laws that such statements (configured to, etc.) 
as to possible future acts or to what may happen in a method or operation, are 
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essentially method limitations or statements of intended or desired use and do 
not serve to patentably distinguish the claimed structure over that of the 
references. See In Re Pearson . 181 USPQ 641; In re Yanush . 177 USPQ 705; In re 
Finsterwalder . 168 USPQ 530; In re Casev. 152 USPQ 235; In re Otto . 136 USPQ 458; 
Ex parte Masham . 2 USPQ 2 nd 1647. 

See MPEP 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the 
structural limitations of the claim. Ex parte Masham . 2 USPQ 2 nd 1647. 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than functions. In re Danlv . 120 USPQ 528, 531. 

Apparatus claims cover what a device is, not what a device does. Hewlett- 
Packard Co. v. Bausch & Lomb Inc.. 1 5 USPQ 2 nd 1 525, 1 528 

As set forth in MPEP 2115, a recitation in a claim to the material or article 

worked upon, does not serve to limit an apparatus claim . 

7. Claims 11 and 15 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by U.S. Patent 4,497,996 to Libby, Jr. et al. (hereinafter Libby) 

Libby discloses a manufacturing apparatus for inherently capable of 
manufacturing a control rod of a nuclear reactor, the control rod comprising a 
blade including neutron absorbers inserted in a recess portion of a sheath formed 
by bending, a tie rod for fixing the blade, a handle fixed to the tie rod and an 
upper end of the blade, and a lower-blade fixed to the tie rod and a lower end of 
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the blade, said manufacturing apparatus comprising a welding apparatus 
configured to weld ' the blade to the tie rod, the blade to the handle and the blade 
to the lower-blade, said welding apparatus comprising; 

an image pickup apparatus (14) configured to pick up images of a 
predesigned groove of objects (34) to be welded wherein said image pick up is 
performed before welding; 

a first work head (43) on which the an image pickup apparatus is 
mounted; 

a moving apparatus (26) configured to move the first work head to a 
predesigned groove; 

a first image processing apparatus (28) configured to process at least one 
image picked up by the image pickup apparatus; 

a detecting apparatus (28) configured to detect a position of the 
predesigned groove based on the at least one image processed by the first 
image processing apparatus; 

a first arithmetic processing (28) apparatus configured to compare a 
position detected by the detecting apparatus with a nominal position of the 
predesigned groove, and configured to calculate a deviation of the first work 
head from the nominal position of the groove (see, for example column 1 lines 
63+ and column 2 lines 1-5); and 

a first control apparatus configured to provide the moving apparatus with a 
control command to move the first work head by a distance corresponding to an 
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amount of the deviation of the first work head calculated by the first arithmetic 
processing apparatus plus an amount of an offset between the first work head 
and the image pickup apparatus, so as to move the first work head in a position 
to perform welding (see, for example column 3 lines 30-35), 

wherein the first image processing apparatus is configured to process the 
image to convert image information to shape information (see, for example 
column 3 lines 55-62) in, for example, the abstract, figure 1, the Background of 
the invention as well as column 2 lines 55+ and claims 1-10. 

It is noted that Libby clearly sets forth the specific apparatus elements 
disclosed in the claim. It is further noted that applicant's claim language includes 
methods of intended uses that Libby is inherently capable of performing, i.e. 
manufacturing a control rod, picking up images before welding, etc. 
As to limitations which are considered to be inherent in a reference, note 
the case law In re Ludtke, 169 USPQ 563, In re Swinehart. 169 USPQ 226, In re 
Fitzgerald. 205 USPQ 594, In re Best etaL 195 USPQ 430, and In re Brown. 173 
USPQ 685,688. 

It is noted that the claim contains statements of intended or desired use . 
However, there is well settled case laws that such statements (configured to, etc.) 
as to possible future acts or to what may happen in a method or operation, are 
essentially method limitations or statements of intended or desired use and do 
not serve to patentably distinguish the claimed structure over that of the 
references. See In Re Pearson , 181 USPQ 641; In re Yanush . 177 USPQ 705; In re 
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Finsterwalder . 168 USPQ 530; In re Casev. 152 USPQ 235; In re Otto . 136 USPQ 458; 
Ex pa/fe Masham . 2 USPQ 2 nd 1647. 



See MPEP 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus" if the prior art apparatus teaches all the 
structural limitations of the claim. Ex parte Masham . 2 USPQ 2 nd 1647. 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than functions. In re Danlv . 120 USPQ 528, 531. 

Apparatus claims cover what a device is, not what a device does. Hewlett- 
Packard Co. v. Bausch & Lomb Inc.. 15 USPQ 2 nd 1525, 1528 

As set forth in MPEP 2115, a recitation in a claim to the material or article 

worked upon, does not serve to limit an apparatus claim . 



Conclusion 



8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure as showing other automated welding systems comprising the 
specific apparatus as claimed and capable of performing the intended uses of the 
instant claimed invention. 

9. Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims for the convenience of the applicant . Although the 
specified citations are representative of the teachings in the art and are applied to the 
specific limitations within the individual claim, other passages and figures may apply as 
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well. It is respectfully requested from the applicant, in preparing the responses, to fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or disclosed 
by the examiner. 

1 0. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel L. Greene Jr. whose telephone number is (571) 
272-6876. The examiner can normally be reached on Mon-Fri 8:30am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Keith can be reached on (571 ) 272-6878. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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